S/N 09/3J$$FT PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Applicant: Joseph C. Jenniges, et al. Examiner: Elaine L. Gort 

Serial No.: 09/376,81 1 Group Art Unit: 3627 

Filed: August 18, 1999 Docket No.: 82.8305 

Title: Computerized Incentive System Confirmation No.: 6977 



CERTIFICATE UNDER 37 CFR 1.10 

'Express Mail' mailing label number: ED 874671433 US 
Date of Deposit: April 24, 2006 

I hereby certify that this paper or fee is being deposited with the United States Postal Service 'Express Mail Post Office To Addressee' service under 
37 CFR 1.10 and is addressed to Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

Bv: CW$-H fe^ppXl^ l 

Name: Cindy Bjoraker ( \ 



RESPONSE AFTER FINAL 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



Dear Sir: 

We are in receipt of the Advisory Action mailed on April 7, 2006 for the Application 
identified above. In that Advisory Action, the Examiner refused to enter the claim amendments 
contained in Applicants' March 17 th Amendment After Final, and consequently is maintaining 
her rejection of pending claims 1, 6, and 24. 

The Examiner explained in the Advisory Action that she refused to enter the claim 
amendments because they allegedly raised new issues that would require further consideration 
and/or search. More specifically, she stated that: 

The amendments add additional limitations or alter existing limitations that 
would require further consideration and possibly searching. For example, in 
claim 1 several limitations have been added such as providing an incentive to a 
participant, prior successive performance levels, and a hierarchy. 
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Applicants respectfully traverse the Examiner's assessment of these requested claim 
amendments. 



37 C.F.R. § 1.116(b) states that: 

After a final rejection or other final action (§ 1.1 13) in an application . . . 
amendments may be made canceling claims or complying with any 
requirement of form expressly set forth in a previous Office Action. 
Amendments presenting rejected claims in a better form for consideration 
on appeal may be admitted. 

Section 714.12 of the Manual of Patent Examination Procedure explains that: 

Any amendment that will place the application either in condition for 
allowance or in better form for appeal may be entered. Also, amendments 
complying with objections or requirement as to form are to be permitted 
after final action in accordance with 37 C.F.R. § 1 .1 16(b). 

MPEP § 714.13 III also makes clear that "the refusal to enter the proposed amendment 
should not be arbitrary." Finally, 37 C.F.R. §1 16(c) additionally provides that even if an 
amendment might not otherwise be proper under Rule 1 1 6(b), it still may be admitted 
upon a showing of good and sufficient reasons why it is necessary and was not earlier 
presented. 

In the Examiner's November 17, 2005 Office Action for this Application, claims 
1, 6, and 24 were rejected under 35 U.S.C. § 112, Tf 2 as being indefinite due to 
insufficient antecedent basis for a number of limitations appearing in those claims. Every 
single one of the amendments to claims 1, 6, and 24 contained within the March 17 th 
Amendment were made by Applicants in response to those indefiniteness rejections. 
None of these claim amendments added any limitations that were not already present in 
those same claims. Rather, they more clearly stated the antecedent basis within the 
claims for those preexisting limitations in order to comply with the Examiner's 
requirement of form set forth in her November 17 th Office Action and place those claims 
in a condition for allowance. More specifically: 

1 . Claim 1 (b and f) already clearly stated that the participant would receive the 
reward under the claimed incentive system, so providing in the preamble of the 
amended claim that the incentive is to be provided to the participant is not new; 
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2. The "prior successive performance level" term added to claim l(a and b) is 
merely a substitution for the "preexisting previous performance level" and 
"previous lower performance level" limitations that previously existed in the 
claim and that the Examiner said was unclear; and 

3. The "hierarchy" term added to the end of claim 1(a) merely referenced the 
"hierarchy of participant performance levels" limitation that was already present 
in claim l(a and c). 

Therefore, none of the claim amendments added any new limitations to the 
claims, or altered existing limitations in such a manner that additional prior art searching 
should be required. Applicants respectfully request that the Examiner reconsider her 
refusal under the Advisory Action to enter the claims amendments on these procedural 
grounds, so that she can then: (a) consider them substantively to determine whether they 
overcome her prior indefmiteness rejections; and (2) proceed to the substantive 
arguments made by Applicants in the Amendment for distinguishing from the claimed 
invention the prior art cited under her prior obviousness rejections. Please note that none 
of the claim amendments were made to distinguish these prior art references or respond 
to the Examiner's obviousness rejections. 

In view of the imminent May 17 th deadline for placing the claims in a condition 
for allowance or filing an appeal, if the Examiner believes that a telephone conference 
would advance the prosecution of this Application, she is invited to telephone the 
undersigned attorney at the below-listed telephone number. 



Respectfully submitted, 



MOSS & BARNETT 
4800 Wells Fargo Center 
90 South Seventh Street 
Minneapolis, Minnesota 55402-4129 
(612) 347-0299 



Date: April 24, 2006 




49106 



David L. Biek 
Reg. No.: 33,647 
Initials: DLB 
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